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REMARKS 

Thi? examiner rojeeied C laims 15, 27 and 3 i under 35 U.S.C. i 12, second paragraph as 
ilie Itniiiaiions "ihc meiged list" tacked antecedent basis and that Claims 20 and 28 "the second 
list" lacked antecedent basis. 

Claims 1 5, 27 and 31 do not recite "the merged list," 

Clarification of ihis rejection is requested. 

Claims 20 and 28 have antecedent basis for the second list Each of these ciaims recite "a 
second list of offers." One of skill in the art would understand this to provide antecedent basis 
for "the second list." 

Nevertheless, to advance prosecution, the claims have been amended. 

3S U.S.C. §102 

The examiner rejected Claims 1-5, 7-8, 15, 20-21 and 27-31 ai-e rejected under 35 U.S.C. 
i 02(e) as being anticipated by Kepecs (US 2001 10032128). 

Claim 1 has been amended to recite; ''gerierating by the compiiter an ordered list of 
offers, by which to contact a potential cijsioniei- froin tlu> group of potential customers, the offers 
in the ordered list of offers selected from the set of offers, ... by considering an expected, 
composite profit of combinations of the offers for each the potential customer independently 
from expected, composite profit of cotnbinations of the offers for others of the potential 
customers ... ordering ... offers in the list ... according to the expected profit, repeating 
generating ... for subsequent ... potential customei^ to produce corresponding ordered lists; and 
producing ... a second list of offers . , , from the ordered lists . . . with the second, list based upon a 
budget for contacting the potentia! ciistomers in the groiip.'" 

The complete text of the examiner's rejection can be found in the office action. 
Applicant will deal with the examiner's further explanations found in the examiner'.s Response 
to Arguments, 
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The exami ner reason s thai the feature of "assigning offers by the computer based on 
individual attributes of the potential customer independently of coiresponding £«tributes of others 
of the potential customers in the group'' is found in Kepecs paragraphs 27 and 96. Appiicant has 
removed this feature and instead has subsumed that feature within the generating step that 
generates an ordered list of offers by considering an expected, composite profit of combinations 
of the offers for each potential customer independently from expected, composite profit of 
combinations of the offers for other potential customers. The examiner refers to these teachings 
in Kepecs as "offers are cssromked for eacb individttai coaswiner based on the particalar consumer's 
attributes such sis purchase or shopprng history aad the cousamer response (o tlie offers/' 

Kepecs teachings pertaining to customization of offers does not relate to the generating of 
the ordered lists of offers, as recited in claim 1. Kepecs does not assign offers to an ordered list 
based on . . an expected, composite profit of combinations of the offers for each potential 
customer independently from expected, composite profit of combinations of the offers for others 
of the potential customers in the group of potential customers . 

hiitially, Kepecs does not select offers from a set of offers. Kepecs describes; "Since 
offers are customized on a per consumer (or per household) basis, an offer is distributed or made 
accessible only to the consumer for whom the otTer is customized. In this manner, the present 
inveniion achieves actual one-to-one marketing of o0ers<" 

Kepecs also does not genenite ordered list based on expected composite profit of 
combinations of offers. Rather, as set out below in Kepecs, priorities that are associated with 
offers are based on product altributes. 

Moreover, while expected profit is not a product attribute and is not considered by 
Kepecs in assignment of offers, Kepecs clearly does not describe or suggest to assign offers to an. 
ordered list based on an expected, composite profit of combinations of the offers for each 
potential customer independen tly from expected, composite profit of combinations of the offers 
for others of the potential customers. 



Applicant : Robert Crites Aitonwv's Docket No,: 10235-0026001 

Serial No, : 10/015,548 

Filed : December y. 2001 

Page : UoHS 



fOOdl '^ML n*Ui<, 1211 <i\ 4s ;>.sst.s,v k >i x*.^ 
uah ^>\rN iht^sfc ;^no}-i m ^vti. fiiv i^mm. i ^ wbh^h 

hsar I** '■a.kt.!^ ottiuTs U} hi. dis'fhaicd « j^'^c 

ton vim i oi <>\smpk , & pnv ntv < ivx i pi o n > 

mA'i \ awHti *.tx swih xt \ ofki m^^r $,?tng i htkt 122 

Ksi\<^ >*t,kt. Ik (\Kx P«n jUn tn^ x s<»|>«t.J 

(.1. h la «k N ! N fv""^ ^ otk s\Ntt^ ! u 

p t i itt.N nc, <. n V t loa ! k v t ^ c N<.Lt, ^ ! 

ibt { f } jH*. f r^H »lt^.s ot d fli,) i. h pes rtf n asv-vssJnvd 

M 5, 10 i V, K>l i.tKt |( t V \ J y< t ti ti >( t 

Si V 5 o m K An>. m \ \ \\>.i h . ^\\ tx V 
wp< s *i poor t\ (jiB8s\ K <>i idlvU <v > V 122) i m *X 

dete?m3s>«^ the oiler pnonlv; 

malioa related to ^le product* such as the tvpe oi proskicL 
os-^'v V i's>,d h\ ir^-^H 122 n «hv < Jk vkvlon 

* 5 %\ ^ N I hn E 1 i i ^ 

ml < <.l i\ i\h V t M i tl xv>. t t! 
i22 <.kK -1)^ I ! b t. < hs. <t\ { iiiK V fnu i in ^ u ! 

Thi. Lxaminci icasons that the leatut^. ol tcpcaung jicncraifng lot subsct-iueiit others of 
the potential custome to ptoduce coirespondrng otdeted hst ' is fotind m Kepecs as "generating 
a sorted hst of offers for a customer {see pa-agraph 66)." However, in paragraph 66 Kepecs does 
not teach the feature of "repeating generating ... for subsequent others ... to produce 
corresponding ordered lists based on expected, composite profit of combinations of the offers .„ 
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independentiy from expected, composite profit, of combinations of the oilers for others of the 
potential i-U'NtOfrcis ^ut irslcaJ k^v. u i ^ i ^ is'vd I oi ulki-v lor a cu^tofrcs 
rioxsL-iwi fhc i;t.fKTat}m oi conc^iXMui ^ ■> o uv. v.t hsi- ii.iK ol i. laini ! isaswifhOu 
gcTKiatinc katui. ivi^cd 'cxpcc.cd LumpoMtL pjotu (d combinations of ihc (s^ki•^ foi the 
suhscqucnl poicntw! t.ustoniers> nidepcndcnti) Irom expected, composiic pioflt oi combinatjons 
of the offers for otiiet^ of the potential customers in the group of potential customers." 

To the extent that [0066] can be construed to teach "repeating generating'' of some list, it 
does not suggest the claimed "generating of ordered lists," 

The examiner reasons that the feature of "producing by the computer a second list of 
of&rs t!iat is a list provided from the ordered iists of offers from the one and subsequent others of 
the potential customers, with the second list based upon a budget for contacting the potential 
customers in the group. The examiner reasons that: 

"Kepecs's system can use a GUI (see figure 6) to create a first 
list of offers with for example, by setting Budget parameters to 
zero (see shown in figure 6, paragraph 93), and print said first list 
of o0ers (see paragraphs 45-46) and then later create a second list 
of offers by setting budget parameters not to zero and print said 
second list of offers. 

Said second list of offers would be a truncated version of the 
first list of offers due to budget constraints. 

Applicant disa^ees that the examiner's scenario (not described or suggested by Kepecs 
but created by the examiner) wouid read on the generating feature. 

The generating feature requires: ''producing by the computer a second list of offers that 
is a list provided from the ordered lists of offers from the one and subseqtiem others of the 
potential customers, with the second list based upon a budget tor contacting the potential 
customers in the group." Printing two different lists based on Fig. 6 of Kepecs would not meet 
the claim feature that requires that the second list of offers is produced by the computer from the 
ordered lists of offers from the ... potential customers." 
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Therefore, Kepecs would not suggest much iess describe this feature. Applicant reminds 
the examiner that: ".A.nticipati£)ri requires the presence in a single prior art disclosui-e of ail 
elements of a claimed invention arranged as in the claim," Cornell v. Sears, Roebuck & Co., 220 
U.S.P.Q. 193, 198 (Fed. Cir. 1983). The features set forth above are not described by Kepecs 
and the examiner's scenario is certainly not described by Kepecs. Accordingly Kepecs cannot 
anticipate claim L 

Independent claims 7, 20 and 28 each include at least the combinaiion of the features of: 
(for claim 28) instructions to; "generate an ordered list of offers to be sent to a potential customer 
in a group of potential customers, \vith offers selected from a set of offers and ordering being 
based on expect composite profit of combttjations of offers; generate ordered lists for subsequent 
others of the potential customers, with offers selected from a set of offers and ordering being 
based on expect composite profit of combinations of olfers." 

Accordingly these claims are also allowable over Kepecs. 

3.5U.S.C. $103 

The examiner refected Claim 6 under 35 U.S.C. 1 03(a) as being unpatentable over 
Kepecs (US 2001 10032.1 28). 

Claim 6 is allowable over Kepecs for reasons discussed in claim 1 and reasons of record, 

as applicable. 

The examiner rejected Claims 9-14, 16-19, 22-26 and 29-30 under 35 U.S.C. 1 03(a) as 
being unpatentable over Kepecs (US 20011 0032128) in view of Ciaiperin (US 6,993,493). 

Claims 9~ 14, 1 6-1 9, 22-26 and 29-30 are allowable over Kepecs for reasons discussed in 
conj unction widi their respecti ve base claims and reasons of record, as applicable. 

It is believed that all the rejections and/or objections raised by the examiner have been 
addressed. 
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In view of the foregoing remarks, applicant respectfiilly submits that the appiication is in 
condition for aliowarsce arsd such action is respectfully requested at the examiner's earliest 

convenience, 

Ali of the dependent claims are patentable tor at least tlie reasons for which the claims on 
which they depend are patentable. 

Canceled claims, if any, have been canceled without prejudice or disclaimer. 

Any circumstance in which the applicant has (a) addressed certain comments of the 
examiner does not mean that the applicant concedes other comments of tbe examiner, (b) made 
argiUTtents for the patentability of some claims does not mean that tliere are not other good 
reasons for patentabi lity of those claims and other c laims, or (c) amended or canceled a cl aim 
does not mean that the applicant concedes any of the examiner's positions with respect to that 
claim or other claims. 

No fee is due. Please apply any other charges or credits to deposit account 06-1050, 
Respectfully submitted, 

Date: September 23, 201 0 /Penis G. Malonev/ 

Denis G. Maloney 
Reg. No. 29,670 ' 

Cusfonirr Xunjhrr '^6!6l 
Ftsht^i: Kichoaison H.C. 
Telephone: (617)542-5070 
Facsimile: (877) 769-7945 
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